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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communiGation(s) filed on 17 January 2006 . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 
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1. Upon reconsideration of the claimed invention, prosecution is hereby reopen and 
the prior allowance is hereby withdrawn. 

2. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the intermediate 
structure between the projection and the substrate, as described in claims 55, 56 and 
59, must be shown or the feature(s) canceled from the claim(s). No new matter should 
be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the irhmediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by. the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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3. Claims 55-57 and 59 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the vyritten description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The limitations in claims 55, 56 and 59 of "an 
intermediate structure between the projection and the substrate" raises new matter 
because it was never originally disclosed in the specification including the claims as 
originally filed. 

4. Claims 55-57 and 59 are objected to because of the following informalities: It is 
not understood how an intermediate structure can be positioned between the projection 
and the substrate since the projection comprises material of the substrate? Moreover, 
to do so would result in physical discontinuity between the projection and the substrate 
that is contradictory to having the projection comprising material of the substrate. 
Appropriate correction is required. 

5. Applicants are reminded that a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from' the prior art. If the 
prior art structure is capable of performing the Intended use, then it meets the claim. 
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The following is a recitation of MPEP 2111.04 that states that claim scope is not 
limited by claim language that does not limit a claim to a particular structure (note 
"structure"): 

MPEP 2111.04 [R-3] "Adapted to," "Adapted for," "Wherein," and "Whereby" 
Clauses 

Claim scope is not limited by claim language that suggests or makes optional but 
does not require steps to be performed, or by claim language that does not limit a 
claim to a particular structure. However, examples of claim language, although 
not exhaustive, that may raise a question as to the limiting effect of the language 
in a claim are: 

(A) " adapted to " or "adapted for " clauses; 

(B) " wherein " clauses; and 

(C) " whereby " clauses. 



6. In order to emphasize claim language not considered furthering limiting the 
claimed invention, such limitations have been italicized in this Office Action. 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



8. Claims 31-33, 36-39, 41, 45, 46, 50-53 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Leedy (5323035). 

Leedy anticipates (Figure 2) an engagement probe comprising: 
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A substrate (that portion of 14 having its elevation above the level plane of item 

12); 

A projection (that portion of 14 having its elevation below the level plane of item 
12) supported over the substrate and comprising material of the substrate; and 

A grouping of a plurality of projecting apexes (10) extending from the projection 
and positioned in sufficient proximity to one another to collectively engage a single 
conductive pad on a semiconductor substrate (col 5, In 39-40); and 

Wherein the projection comprises a lateral dimension less than a lateral 
dimension of the substrate (note portions of 14 as noted supra and drawn in Figure 2 
meet this limitation); as recited in claim 31. 

As to claim 32 the added limitation of comprising a plurality of such groupings for 
engaging multiple conductive pads on the semiconductor substrate (reference made to 
use of a plurality of insertion structures to make temporary and reliable electrical 
interconnection to the signal, power and ground contacts of an IC; see col 1, In 20-31) is 
anticipated. 

As to clam. 33 the added limitation of the apexes being in the shape of multiple 
knife-edge lines is anticipated (having the apexes in this configuration Is inherent to the 
teaching of Leedy because Leedy teach that its insertion structures can be configured in 
a plurality of arrangements further exemplified by its disclosed embodiments; in Figure 
2, each insertion structure can be made with a "blade-like edge" as noted at col 4, In 22- 
25). 
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As to claim 36 the added limitation of the grouping of apexes being formed on the 
projection that is supported by another projection (either 40 or 42 or both in 
combination), the another projection extending directly from the substrate is anticipated 
by Leedy (note this projection is positioned directly from substrate 14). 

As to claim 37 the added limitation of the apexes having a selected projecting 
distance, the projecting distance being about one-half the thickness of the conductive 
pad which the apparatus is adapted to engage has no effect on the physical and 
dimensional aspects of the claimed invention that is limited to only an engagement 
probe and therefore does not further limit the claimed invention according to claim 31. 

As to claim 38 the added limitation of the apexes projecting from a common 
plane (that portion between and on opposite sides of insertion structures 10 having a 
lateral horizontal surface) of the projection, the apexes having respective tips and 
bases, the bases of adjacent projecting apexes being spaced from one another to 
define a penetration stop plane therebetween (base of apexes are those portions of 
insertion structures 10 supporting its narrowest portion, the pointed tips, and the lateral 
horizontal surfaces, as noted above, define the penetration stop plane). 

As to claim 39 the added limitation of the apexes projecting from a common 
plane (the upper horizontal border of layer 20) of the projection, the apexes having 
respective tips and bases of adjacent projecting apexes and being spaced from one 
another to define a penetration stop plane therebetween (base of apexes are those 
portions of insertion structures 10 supporting its narrowest portion, the pointed tips, and 
the lateral horizontal surfaces, as noted above, define the penetration stop plane), the 
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tips being a distance from the penetration stop plane of about one-tialf tlie ttiicl<ness of 
the conductive pad which the apparatus is adapted to engage {{he italicized features 
have no effect on the physical and dimensional aspects of the claimed invention that is 
limited to only an engagement probe and therefore does not further limit the claimed 
invention according to claim 31). . 

As to claim 41 the added limitation of the conductive apexes constitute a first 
electrically conductive material (20), and wherein the conductive pads for which the 
probe is adapted have outermost portions constituting a second electrically conductive 
material; the first and second electrically conductive materials being different is 
anticipated (multiple choices of conductive materials are disclosed by Leedy [col 3, in 
25-29] and further note reference to dissimilar metals at col 3, In 40-46). 

As to claim 45 the added limitation of the plurality of projecting apexes extending 
from a substantially planar uppemfiost surface (that portion between and on opposite 
sides of insertion structures 10 having a lateral horizontal surface) of the projection is 
anticipated. 

As to claim 46 having an entirely of the projection spaced from the substrate is 
anticipated by Leedy (that portion of 14 having its elevation below the level plane of item 
12). 

Leedy anticipates (Figure 2) an engagement probe comprising: 

a substrate (that portion of 14 having its elevation above the level plane of item 

12); 
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a projection (tliat portion of 14 having its elevation, below the level plane of item 
12) supported over the substrate and comprising material of the substrate; 

a grouping of a plurality of projecting apexes (10) extending from the projection 
and positioned in sufficient proximity to one another to collectively engage a single 
conductive pad on a semiconductor substrate (col 5, In 39-40); and 

wherein the grouping of apexes is formed on. the projection which is supported by 
another projection (either 40 or 42 or both in combination), the another projection 
extending directly from the substrate (note this projection is positioned directly from 
substrate 14); as recited in claim 50. 

Leedy anticipates (Figure 2) an engagement probe comprising: 

a substrate (that portion of 14 having its elevation above the level plane of item 

12); 

a projection (that portion of 14 having its elevation below the level plane of item 
12) supported over the substrate and comprising material of the substrate; 

a grouping of a plurality of projecting apexes (10) extending from the projection 
and positioned in sufficient proximity to one another to collectively engage a single 
conductive pad on a semiconductor substrate (col 5, In 39-40); and 

wherein the apexes project from a common plane (that portion between and on 
opposite sides of insertion structures 10 having a lateral horizontal surface) of the 
projection, the apexes having respective tips and bases, the bases of adjacent 
projecting apexes being spaced from one another to define a penetration stop plane 
therebetween (base of apexes are those portions of insertion structures 1 0 supporting 
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its narrowest portion, the pointed tips, and tlie lateral horizontal surfaces, as noted 

above, define the penetration stop plane); as recited in claim 51. 

Leedy anticipates (Figure 2) an engagement probe comprising: 

a substrate (that portion of 14 having its elevation above the level plane of item 

12); 

a projection (that portion of 14 having its elevation below the level plane of item 
12) supported over the substrate and comprising material of the substrate; 

a grouping of a plurality of projecting apexes (10) extending from the projection 
and positioned in sufficient proximity to one another to collectively engage a single 
conductive pad on a semiconductor substrate (col 5, In 39-40); and 

wherein the apexes project from a common plane (that portion between and on 
opposite sides of insertion structures 10 having a lateral horizontal surface) of the 
projection, the apexes having respective tips and bases, the bases of adjacent 
projecting apexes being spaced from one another to define a penetration stop plane 
therebetween (base of apexes are those portions of insertion structures 10 supporting 
its' narrowest portion, the pointed tips, and the lateral horizontal surfaces, as noted 
above, define the penetration stop plane), the tips being a distance from the penetration 
stop plane of about one-half the thickness of the conductive pad which the apparatus is 
adapted to engage (the italicized features have no effect on the physical and 
dimensional aspects of the claimed invention that is limited to only an engagement 
probe and therefore does not further limit the claimed invention according to claim 31); 
as recited in claim 52. 
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Leedy anticipates (Figure 2) an engagement probe comprising: 

A substrate (that portion of 14 having its elevation above the level plane of item 

12): 

A projection (that portion of 14 having its elevation below the level plane of item 
12) supported over the substrate and comprising material of the substrate; and 

A grouping of a plurality of projecting apexes (10) extending from the projection 
and positioned In sufficient proximity to one another to collectively engage a single 
conductive pad on a semiconductor substrate (col 5, In 39-40); 

Wherein an entirely of the projection is spaced from the substrate (that portion of 
14 having its elevation below the level plane of item 12); as recited in claim 53. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sidll in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (0 or (g) 
prior art under 35 U.S.C. 103(a). 

11. Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over Leedy 
(5323035) as applied to claim 31 above, and further in view of Liu et al (5177439). 

Although Leedy does not specifically teach the substrate comprises bulk silicon; 
Liu et al'teach the substrate comprises silicon (col 3, In 44-50); as described in 
claim 47. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have combined the teaching of Liu et al with that of Leedy to 
make the claimed invention because each teach the use of insertion structures for 
electrically contacting pads of a semiconductor device and one having ordinary skill in 
the art would have been motivated to combine the teaching of Liu et al with that of 
Leedy because Liu et al teach that the primary advantage of building the probe card 
from material similar to the integrated circuit is that the coefficients of thermal expansion 
will match making the probe card particularly suited for burn-in testing (col 2, In 53-60 
and col 7, In 2-5). As to the substrate comprising bulk silicon, it is considered an old 
and well known industry practice to make substrates for wafers and the like out of bulk 
silicon material. 

12. Claims 54 and 58 are rejected under. 35 U.S.C. 103(a) as being unpatentable 
over Leedy (5323035) in view of Liu et al (5177439). 
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Leedy teach an engagement probe comprising: 

A substrate (that portion of 14 having its elevation above the level plane of item 

12); 

a projection (that portion of 14 having its elevation below the level plane of item 
12) supported over the substrate and comprising material of the substrate; 

a grouping of a plurality of projecting apexes (10) extending from the projection 
and positioned in sufficient proximity to one another to collectively engage a single 
conductive pad on a semiconductor substrate (col 5, In 39-40); as described in claim 54. 

Although Leedy does not specifically teach the substrate comprises bulk silicon; 

Liu et al teach the substrate comprises silicon (col 3, In 44-50); as described in 
claim 54. 

As to claim 58 the additional limitation of the projecting apexes comprising silicon 
is taught by Liu et al (with reference to Figures 2 and 4, material 10 is part of the 
supporting substrate and is also part of the probe tip 11 and material 10 is made of 
silicon; see also col 3, In 44-50). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have combined the teaching of Liu et al with that of Leedy to 
make the claimed invention because each teach the use of insertion structures for 
electrically contacting pads of a semiconductor device and one having ordinary skill in 
the art would have been motivated to combine the teaching of Liu et al with that of 
Leedy because Liu et al teach that the primary advantage of building the probe card 
from material similar to the integrated circuit is that the coefficients of thermal expansion 



Application/Control Number: 10/632.273 Page 13 

Art Unit: 2829 

will rriatch making the probe card particularly suited for burn-in testing (col 2, In 53-60 
and col 7, In 2-5). As to the substrate comprising bulk silicon, it is considered an old 
and well known industry practice to make substrates for wafers and the like out of bulk 
silicon material. 

13. The following is a statement of reasons for the indication of allowable subject 
matter: 

Claims 34, 35, 40, 42-44 and 49 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

The added limitation of the apexes in the shape of knife-edge lines wherein the 
multiple knife-edge lines are positioned to form at least one polygon as detailed in claim 
34 has not been found. 

The added limitation of the apexes in the shape of multiple knife-edge lines 
wherein the multiple knife-edge lines are positioned to form at least two polygons one of 
which is received entirely within the other as detailed in claim 35 has not been found. 

The added limitation of the apexes in the shape of multiple knife-edge lines 
wherein the multiple knife-edge lines are interconnecting to form at least one fully 
enclosed polygon as detailed in claim 40 has not been found. 

The added limitation of multiple knife-edge lines either interconnecting or being 
positioned to form at least one polygon as mentioned in claims 42 and 44 have not 
been found.- 
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The added limitation of the apexes in the shape of multiple knife-edge lines 
wherein the multiple knife-edge lines are positioned to form at least two polygons one of 
which is received entirely within the other as detailed in claims 43 and 49 have not been 
found. 

14. A shortened statutory period for response to this action is set to expire three 
month(s) from the date of this letter. Failure to respond within the period for response 
will cause the application to become abandoned. 35 U.S.C. 133 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Kobert whose telephone number is (571) 272- 
1963. For an automated menu of Tech Center 2800 phone numbers call (571) 272- 
2800. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 




F^sell KCRobirt 
Patent Examiner 
Group Art Unit 2829 
May 4. 2006 
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